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litigation, the proceeding in the USPTO will usually conclude well before the
district court litigation.1 7 9

Early measures of utilization are still emerging because inter partes
review has only been available since September 2012, and post-grant review and
covered business method review can only apply to patents filed after March
2013.1so Nevertheless, by all accounts, it appears that litigants are utilizing the new
USPTO procedures in substantially greater numbers than inter partes
reexamination. At its peak, the USPTO initiated 530 inter partes reexaminations
per year.' In 2015, the USPTO instituted more than 1,300 post-grant reviews,
covered business method reviews, and inter partes reviews combined.182

Inventors and potential infringers will also need to be advised regarding
the complex interplay between patent challenges in the USPTO, suits in the district
courts, and International Trade Commission investigations. For example, by
statute, a party cannot initiate any of the new USPTO procedures if it has already
initiated a lawsuit in district court challenging the validity of the patent. 183

Moreover, if a party challenges the validity of a patent through administrative
proceedings in the USPTO, and that challenge produces an initial decision, then
that party will be barred from raising invalidity claims that it "raised or reasonably
could have raised" in the USPTO litigation in parallel district court litigation or
related International Trade Commission investigations.184 Additionally, in some
cases, administrative proceedings will proceed in parallel with district court
litigation regarding the same patents, so that the same legal issues arise in the
USPTO and the courts.8 5

As a result, an increasing number of patent practitioners will be asked to
provide legal advice regarding proceedings simultaneously in the USPTO, the
International Trade Commission, and district courts. Importantly, in all of these
new administrative proceedings, the USPTO requires that lead counsel in
proceedings be a member of the Patent Bar.186 Additional attorneys who are not

179. See infra note 185 and accompanying text.
180. Leahy-Smith America Invents Act, Pub. L. No. 112-29, §§ 6(c)(2)(A),

6(f)(2)(A), 18, 125 Stat. 284 (2011).
181. USPTO, INTER PARTES REEXAMINATION HISTORICAL STATISTICS 1 (Sept. 30,

2013),
http://www.uspto.gov/patents/stats/interpartehistoricalstats roll up_EOY2013.pdf.

182. USPTO, PATENT TRIAL AND APPEAL BOARD STATISTICS 3 (Dec. 31, 2015),
http://www.uspto.gov/sites/default/files/documents/2015-12-31%/`20PTAB.pdf.

183. 35 U.S.C. §§ 315(a)(1), 325(a)(1) (2012).
184. Id. §§ 315(e)(2), 325(e)(2).
185. In some cases, administrative proceedings cannot proceed in parallel with

district court litigation. For example, if a patent challenger initiates an inter partes review
and thereafter files a civil action in district court challenging the validity of the patent, the
civil action will be automatically stayed until the patent owner moves to lift the stay or files
a civil action asserting infringement. 35 U.S.C. § 315(a)(2). Similarly, a patent challenger
cannot initiate an inter partes review if he or she has already filed a civil action seeking to
invalidate a patent or has waited more than a year since the start of an infringement suit by
the patent owner. Id.

186. 37 C.F.R. § 42.10(a), (c) (2017).
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members of the Patent Bar can be admitted pro hac vice, but lead counsel must be
present for much of the proceedings.'1 7 Thus, increasing numbers of patent
practitioners will be involved in USPTO adjudications involving complex legal
issues, including issues of procedure, evidence, substantive patent law, and
litigation strategy. 8 8

2. Obviousness

Much of the work of patent agents and attorneys in the USPTO centers on
patent prosecution, including drafting patent applications, responding to patent
examiners' rejections and critiques, and amending applications. Although this
process has always involved both technical and legal issues, patent agents and
attorneys today must apply more sophisticated legal analyses to patent prosecution
than was required in the past.

For example, the U.S. Supreme Court has rendered more complex the law
related to a core feature of patent law known as "obviousness."1 89 In order for an
inventor to obtain a patent, he or she must show that the invention not only is new,
but also is not an "obvious" variation of "prior art," that is, existing
technologies.190 The obviousness requirement is perhaps the biggest hurdle
inventors' face to obtaining patent rights. Indeed, it is the most common basis for
invalidating issued patents.1 91

Oftentimes, a new invention can be conceptualized as a combination of
multiple prior art references in that every feature of the invention appears in a
known source though no single prior art reference discloses the entire invention.
Sometimes, such a combination is trivial, as in the case where a manufacturer
simply alters existing technology to include an equivalent but distinct material. For
example, the first person to develop a porcelain doorknob was unable to obtain a
patent in light of existing metal doorknob technology and the well-known
similarities between metal and porcelain.192 Other times, however, a particular
hybridization of known technologies is the product of great insight and

187. Id.; Synopsys, Inc. v. Mentor Graphics Corp., No. IPR 2012-00042, at 2
(P.T.A.B.. Oct. 31, 2013) ("The Board expects lead counsel for each party to be present at
hearing, although any backup counsel may make the actual presentation, in whole or in
part."); see, e.g., Google Inc. v. Jongerius Panoramic Techs., LLC, No. IPR2013-00191, at 5
(P.T.A.B. Feb. 13, 2014) (granting a motion in an inter partes review to admit pro hac vice
an attorney who is not a member of the Patent Bar); see also 37 C.F.R. § 42.2 (2017)
(defining "trial" in the USPTO). Although individuals who are parties to administrative
proceedings in the USPTO can proceed pro se, corporations must be represented by counsel.
37 C.F.R. § 1.31 (2017).

188. 37 C.F.R. § 42.10(c) (2017).
189. KSR Int'l v. Teleflex, Inc., 550 U.S. 398 (2007).
190. 35 U.S.C. § 103 (2012); see also id. § 102 (2012) (defining prior art).
191. John R. Allison & Mark A. Lemley, Empirical Evidence on the Validity of

Litigated Patents, 26 AM. INTELL. PROP. L.Q. 185, 192 (1998).
192. Hotchkiss v. Greenwood, 52 U.S. (11 How.) 248 (1851).
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inspiration.193 Distinguishing between obvious and nonobvious combinations of
prior art references is particularly difficult due to hindsight bias, that is, the natural
tendency to underestimate the difficulty of correct decision-making once an
answer is already known.1 94

In light of these challenges, for many years courts considered
combinations of prior art references to be nonobvious unless some prior art
reference provided a particular "teaching, suggestion, or motivation" to combine
the two existing technologies ("TSM" for short).1 95 Thus, a patent agent or
attorney facing an obviousness rejection from a patent examiner based on a
combination of prior art references could relatively easily overcome the rejection
by insisting that the examiner provide prior art showing TSM to combine the
references.1 96 Without such a TSM roadmap, the examiner's obviousness rejection
would fail.

In 2007 in KSR International v. Teleflex, Inc., however, the Supreme
Court rejected the bright-line certainty of the TSM test in favor of "an expansive
and flexible approach."1 97 While the Court agreed that combinations of prior art
references supported by TSM are obvious, the Court also held that additional
combinations of known technologies might nonetheless be obvious, including
combinations requiring only "ordinary creativity" and combinations that are
"obvious to try."1 98 Patent practitioners facing obviousness rejections today thus
must grapple with the KSR decision and its progeny rather than simply relying on
TSM.

The Supreme Court's expanded test for obviousness compounded
additional legal complexities. Even before KSR, a prior art reference could only be
used for an obviousness challenge if it was considered "analogous" to the
invention in that the reference either came from the same "field of endeavor"1 99 as
the invention or was "reasonably pertinent to the problem addressed by [the
invention]."200 While "field of endeavor" and "reasonably pertinent" have always
been open-textured concepts, the TSM requirement tempered any vagueness.
Typically, there are few teachings, suggestions, or motivations to combine

193. E.g., United States v. Adams, 383 U.S. 39 (1966) (holding that the design of
a battery was not obvious even though the battery used both electrodes and electrolytes
found in the prior art).

194. KSR Int'l, 550 U.S. at 421. See generally Gregory Mandel, Patently Non-
Obvious: Empirical Demonstration that the Hindsight Bias Renders Patent Decisions
Irrational, 67 OHIO ST. L.J. 1391, 1394 (2006) (arguing that hindsight bias affects
obviousness determinations).

195. KSR Int'l, 550 U.S. at 399.
196. See In re Brana, 51 F.3d 1560, 1566 (Fed. Cir. 1995) (noting that the patent

examiner bears the burden of demonstrating that a patent application should not issue).
197. 550 U.S at 415; see also Louis Kaplow, Rules Versus Standards: An

Economic Analysis, 42 DUKE L.J. 557 (1992) (discussing the cost/benefit differences
between rules and standards).

198. A complete analysis of the ramifications of the KSR decision is beyond the
scope of this Article.

199. In re ICON Health & Fitness, Inc., 496 F.3d 1374, 1380 (Fed. Cir. 2007).
200. Id. at 1379.
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technologies from disparate "fields of endeavor" or technologies that were not
"reasonably pertinent to the problem" addressed by the invention. After KSR,
however, patent prosecutors can no longer rely on TSM to cabin the scope of
analogous technologies and instead must engage directly with the law regarding
"field of endeavor" and "reasonable pertinen[ce]."

3. Patent-Eligible Subject Matter

A third area where patent agents and attorneys must apply more nuanced
legal analyses than in the past is in determining whether an invention is the type of
discovery that is eligible for patent protection. The U.S. Supreme Court has long
held that patent protection is unavailable for three types of discoveries: laws of
nature, natural phenomena, and abstract ideas.201 The Court has eschewed
expanding the list of categories that are excluded from patent protection, holding,
for instance, that living creatures and business methods are eligible for patent
protection.202

The scope of the three categorical exclusions from patent eligibility is
legally complex. For example, while it may be clear that a general mathematical
principle like addition is an abstract idea, it is less clear whether particular uses of
mathematical principles are abstract ideas, such as the financial concepts of
hedging or intermediated settlement.203 A further challenge in defining the scope
of the three categorical exclusions is that patent-ineligible subject matter underlies
all inventions: "At some level, 'all inventions . . . embody, use, reflect, rest upon,
or apply laws of nature, natural phenomena, or abstract ideas."204 For instance,
traditional machines like the cotton gin are ultimately based on laws of nature, like
friction, momentum, and leverage. Similarly, each step in a detailed software
algorithm involves abstract ideas like addition, subtractions, multiplication, and
division. Some inventions may differ only trivially from ineligible subject matter
and accordingly should, themselves, be ineligible for patent protection, while other
inventions are sufficiently different from the excluded categories that they should
be eligible for patent protection. Unfortunately, the difference between trivial and
substantive applications of ineligible subject matter is a matter of degree and thus
difficult to consistently identify.

The Supreme Court has addressed the law of patent-eligible subject
matter in four separate cases since 20 10.205 The Court's treatment of these
concepts, however, involves nuanced legal analysis. For example, in Bilski v.
Kappos, the Court declined to hold that business methods are per se patent
ineligible, instead holding that only business methods that happen to fall in the
categorical exclusions should be ineligible for patent protection. Rather than

201. Diamond v. Chakrabarty, 447 U.S. 303, 309 (1980).
202. Bilski v. Kappos, 561 U.S. 593, 609 (2010); Diamond, 447 U.S. at 306.
203. The Supreme Court held that both are abstract ideas. See Alice Corp. v. CLS

Bank Int'l, 134 S. Ct. 2347, 2355 (2014) (intermediated settlement); Bilski, 561 U.S. at 609
(hedging).

204. Alice Corp, 134 S. Ct. at 2354.
205. Id. at 2357; Ass'n. for Molecular Pathology v. Myriad Genetics, Inc., 133 S.

Ct. 2107 (2013); Mayo Collaborative Servs. v. Prometheus Labs., Inc., 132 S. Ct. 1289
(2012); Bilski, 561 U.S. at 593.
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adopting an easy-to-apply, bright-line rule, the Court directed litigants to identify
patent-ineligible business methods by applying other Supreme Court decisions,
stating that "[t]he Court.. need not define further what constitutes a patentable
'process,' beyond pointing to the definition of that term provided in [the Patent
Act] and looking to the guideposts of [three previous Supreme Court cases]."2 06

Similarly, in later cases, the Court held that an "inventive concept" is the critical
distinction between substantial and trivial applications of ineligible subject matter,
though the meaning of "inventive concept" remains elusive.2 07

Patent agents and attorneys thus must grapple with nuanced legal
arguments in asserting the patent eligibility of some inventions. Moreover,
technology has evolved so that issues of patent eligibility arise with greater
frequency than in the past. For instance, concerns with patent eligibility often arise
with patents on software and genetic testing, technologies that did not exist when
the foundations of the Patent Bar were laid in the twentieth century.2 08

E. Licensing Costs and the Slow Growth of the Patent Bar

A final reason that the technical-education requirement is difficult to
justify on economic grounds is that, in recent years, it has prevented the size of the
Patent Bar from keeping pace with the growth in the demand for patent
practitioner services, and this shortfall in the labor market ultimately produces
higher prices and greater social costs.209 As described in the Introduction, only
about 26,000 attorneys and agents are members of the Patent Bar and actively
represent clients today. This small group of practitioners enjoys exclusive access to
a lucrative market for legal services.2 10 Nevertheless, 2014 saw the smallest
number of new admissions to the Patent Bar in a decade, with less than 1,200
people taking and passing the Patent Bar exam.2 1 1 In contrast to the slow growth in
the Patent Bar, the number of patent applications filed each year has steadily
increased, so that today the USPTO receives 47% more applications than it did a
decade ago.2 12

206. Bilski, 561 U.S. at 612.
207. Alice Corp, 134 S. Ct. at 2357.
208. Id. (software); Ass'n. for Molecular Pathology, 133 S. Ct. at 2107 (genetics);

Mayo Collaborative Servs., 132 S. Ct. at 1289 (medical diagnostics).
209. See supra notes 65-67 and accompanying text (describing the costs

stemming from occupational licensing).
210. See supra notes 11-14 and accompanying text.
211. Exam Results, USPTO, http://www.uspto.gov/ip/boards/oed/exam/past/

results/#heading-1 (last visited Mar. 6, 2017). In both 2008 and 2009, more than 2,000
people were admitted to the Patent Bar. Id. By contrast, approximately 40,000 people
become lawyers each year. Joshua Wright, The Job Market for Lawyers: Side Work on the
Rise Amid Continuing Glut of New Grads, FORBES (Jan. 10, 2014, 11:20 AM),
http://www.forbes.com/sites/emsi/2014/01/10/the-job-market-for-lawyers-side-work-on-
the-rise-amid-continuing-glut-of-new-grads/#3b2074dl6d07.

212. U.S. Patent Statistics Chart Calendar Years 1963 - 2015, U.S. PAT. &
TRADEMARK OFF. (June 15, 2016), http://www.uspto.gov/web/offices/ac/ido/oeip/
tafus stat.htm.
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The technical-education requirement is likely a major cause of the
relatively slow growth in the number of patent agents and attorneys admitted to
practice before the USPTO. To start, the percentage of U.S. college students
graduating with engineering and science degrees has remained largely unchanged
in recent years. In 2000, 16.8% of graduates received degrees in engineering or the
natural sciences, compared to 16.2% in 2011 .213 The slow growth in the Patent Bar
also stems from a further decline in the number of students with engineering and
science backgrounds that are enrolling in law school. Nationwide, the number of
students applying to law school has dropped precipitously. Between 2008 and
2012 the number of students taking the LSAT decreased by 31%.214 Among
students whose undergraduate degrees automatically satisfy the technical-
education requirement, however, the decline was even sharper-a decrease of
46%.215 And although representing inventors and their competitors in the USPTO
requires increasing legal sophistication, a smaller percentage of patent practitioners
possesses substantial legal training.2 1 6 Thus, in part due to the technical-education
requirement, the Patent Bar may fail to keep up with the growth in the demand for
patent services in the USPTO.

III. EFFICIENTLY EXPANDING THE PATENT BAR

The technical-education requirement thus cannot be justified on the basis
of economic efficiency. The requirement likely provides little benefit given that
market failures have not been shown to exist in the market for representation in the
USPTO.2 1 7 In addition, Patent Bar membership provides little assurance of
practitioner quality, and the costs of limiting the size of the Patent Bar have grown
in recent years.28 As a result, the Patent Bar, as currently constituted, may not be
efficiently supporting inventors and their competitors in the USPTO. Accordingly,
this Part proposes a simple expansion to the Patent Bar, reviews previous efforts to
reform the Patent Bar, and lays out a likely plan for implementing the
recommendation.

A. A Proposal for Expansion

To maximize social welfare, the Patent Bar should be expanded to allow

any attorney who is a member in good standing of a state bar to take the Patent Bar

213. NAT'L Sci. BD., 2014 SCIENCE AND ENGINEERING INDICATORS 59 tbl.2-17
(2014), http://www.nsf.gov/statistics/seindl4/content/appendix/at.pdf. Some of these
degrees would not presumptively satisfy the USPTO's technical-education requirement,
such as mathematics. See GENERAL REQUIREMENTS BULLETIN, supra note 20, at 7.

214. End-of-year Summary: ABA (Applicants, Applications & Admissions),
LSATs, Credential Assembly Service, LSAC, http://www.1sac.org/1sacresources/data/Isac-
volume-summary (last visited Mar. 6, 2017).

215. Port et al., supra note 27, at 196-97 ("In fact, the decrease of patent bar
eligible students far exceeds the decrease of non-patent bar eligible law students.").

216. Id.; see also Dennis Crouch, Attorney v. Agent, PATENTLY-O (Aug. 24,
2010), http://patentlyo.com/patent/2010/08/attorney-versus-agent.html.

217. See supra Sections II.A, II.C.
218. See supra Sections I.B, lI.D, II.E.
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exam, and to join the Patent Bar upon successful passage of that test.21 9 Under this
proposal, the technical-education requirement would only apply as a licensing
requirement to nonlawyers seeking to become patent agents. Additionally, lawyers
who satisfy the technical-education requirement would be certified as
"Science/Technology Specialists."

This proposal addresses many of the concerns raised above. To start, it
would relax a market regulation that has not been economically justified. In doing
so, it would expand the supply of patent services in the USPTO, thereby reducing
the costs for innovators and other parties.220 In fact, many attorneys who would be
newly eligible to join the Patent Bar may be cheaper than current patent
practitioners. As noted in the Introduction, the median salary for attorneys today is
less than that of patent agents or patent attorneys.22 1 Even parties that can afford
patent agents may prefer to hire attorneys even if they lack extensive technical
training. For instance, an invention might be relatively uncomplicated, such as in
the case of a simple mechanical device or a business method.22 2 Even with more
complex inventions, a party might prefer to hire a legally adroit attorney if the
party can help the attorney to understand the technical details.2 2 3 Alternatively, a
party might decide to hire a team that includes both technically sophisticated
patent agents and legally sophisticated attorneys.2 24 Some cost-sensitive parties
may also prefer to hire technically unsophisticated lawyers in cases where legal
issues predominate over technical issues. Finally, this proposal would particularly
increase the number of Patent Bar members with experience in fields of invention
that are patent eligible but are not currently recognized by the USPTO as
supporting Patent Bar membership, such as business and industrial design.22 5

In addition to expanding the supply of services in the USPTO, this
proposal is unlikely to generate the types of costs that occupational licensing
regimes are designed to limit. To start, for many years, and apparently without
incident, lawyers were eligible to join the Patent Bar, regardless of their technical

219. See Richard Spencer, The Patent Lawyer and the General Practitioner, 81 U.
PA. L. REv. 924, 936 (1933) (suggesting a similar proposal, but grounded on different
justifications).

220. The extent to which attorneys would decide to join the Patent Bar under this
proposal is unclear. See Kleiner, supra note 30, at 192 ("Individuals who attempt to enter
the occupation . . .will need to balance the economic rents of the fields increased monopoly
power against the greater difficulty of meeting the entrance requirements."). Certainly, a
claim that few additional attorneys would actually join the Patent Bar under this proposal
provides little reason not to implement it. If few attorneys join the Patent Bar, any potential
costs stemming from this proposal would likewise be small.

221. See supra notes 15-16 and accompanying text.
222. Inventions that are the subject of design patents also are not technically

sophisticated. See supra notes 111-13 and accompanying text (discussing design patents).
223. See Phillips v. AWH Corp., 415 F.3d 1303, 1313 (Fed. Cir. 2015) (noting

that "inventors are typically persons skilled in the field of the invention").
224. Current USPTO regulations allow attorneys who are not members of the

Patent Bar to appear pro hac vice in post-grant administrative proceedings. 37 C.F.R.
§ 42.10(a), (c) (2017); see also 37 C.F.R. § 42.2 (2017) (defining "trial" in the USPTO).

225. See supra Section II.B.1.
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training.2 26 Furthermore, this proposal will not make it more difficult for parties to
assess the credentials of members of the Patent Bar. For agents, Patent Bar
membership will continue to demonstrate that the agent possesses the technical
qualifications endorsed by the USPTO. Likewise, parties can easily determine
whether attorneys satisfy the USPTO's technical standards because those attorneys
will have the additional certification of Science/Technology Specialist.2 2 7 Armed
with this information, market participants would be as able to identify and hire
technologically appropriate patent practitioners as under the current regime.2 28 In
many cases, parties likely would choose to hire agents or attorneys who satisfy the
technical-education requirement. For example, some patent applications will be
both legally and technically complex, and inventors for such applications will
continue to hire patent attorneys with sophisticated technical backgrounds to assist
in the prosecution of these applications. Other times, however, parties may prefer
to have the option of hiring attorneys without technical training, and under the
proposed reform, market forces, rather than government fiat, would determine
which practitioners are hired.

In fact, many parties seeking patent representation in the USPTO are well
positioned to assess whether attorneys who lack the technical or scientific
backgrounds currently required by the USPTO could nevertheless effectively work
on matters related to certain inventions because many of those parties are
themselves technically sophisticated.2 29 Today, the vast majority of parties seeking
representation in the USPTO are sophisticated actors, like corporations and
universities.

Admittedly, if the proposed expansion of the Patent Bar reduces the costs
of representation in the USPTO, more small companies and independent inventors
may seek to hire members of the Patent Bar. While these parties may be less
sophisticated in some senses, as inventors and innovators they nevertheless are
likely to be technically sophisticated.2 30 As a result, all types of parties who are
interested in hiring patent practitioners can assess with relative speed and ease the
extent to which technical expertise is necessary. In contrast, many parties in the
USPTO are not legally trained and thus may seek representatives with more robust
legal training, that is, a lawyer rather than a patent agent.

This proposal for expanding the Patent Bar would also help to maintain
the quality of service offered by members of the Patent Bar. To start, all
practitioners would possess sophisticated training in areas potentially relevant to

226. See supra note 103 and accompanying text.
227. See supra notes 74-76 and accompanying text (discussing certification).
228. As argued above, it is not clear whether the current regime effectively helps

clients identify practitioners with appropriate backgrounds. See supra Section II.B. The
proposed expansion to the Patent Bar will not help clients make such technical selections,
but also will not worsen matters.

229. As noted earlier, restrictive occupational licensing is more likely to be
economically justified when customers lack the expertise required to evaluate the
qualifications of services providers. See supra notes 52, 60 and accompanying text
(discussing the role of expertise in occupational licensing).

230. See Phillips v. AWH Corp., 415 F.3d 1303, 1313 (Fed. Cir. 2015) (noting
that "inventors are typically persons skilled in the field of the invention").

2017] 421



ARIZONA LAW REVIEW

patent representation in the USPTO. All patent agents would continue to possess
technical or scientific training, as would any lawyers designated as
Science/Technology Specialists.2 3 1 For lawyers who lack such certification, Patent
Bar membership would guarantee the possession of valuable training because, as
explained previously, legal expertise has become important in many aspects of
patent matters in the USPTO.2 32

Existing laws would also dissuade nontechnical lawyers from
representing clients when they are unqualified. Rule 1.1 of the Model Rules of
Professional Conduct, which has been adopted in all 50 states and the District of
Columbia, provides as follows: "A lawyer shall provide competent representation
to a client. Competent representation requires the legal knowledge, skill,
thoroughness and preparation reasonably necessary for the representation."2 3 3 The
comments to the Rule further clarify that in assessing whether a lawyer has
violated the rule, "relevant factors include . . . the specialized nature of the
matter."2 34 Similarly, the USPTO promulgates rules of professional conduct that
apply to all members of the Patent Bar and that specify "the minimum level of
conduct below which no practitioner can fall without being subject to disciplinary
action."2 3 5 One of these rules provides that a practitioner "shall not ... handle a
legal matter which the practitioner knows or should know that the practitioner is
not competent to handle, without associating with . . . another practitioner who is
competent to handle it." 236

In a sense, the proposed expansion of the Patent Bar is already at work in
the context of patent litigation, where district courts do not require that attorneys
possess technical credentials to represent patent owners or accused infringers.
Instead, to understand the technology, attorneys often rely on technical experts and
their clients. With in-depth experience in both patent law and clients' technologies,
some attorneys who are not members of the Patent Bar are thus well-suited to
representing parties in the USPTO. For instance, when administrative proceedings
in the USPTO involve the technology that has been the subject of district court
litigation, a party might prefer to hire the same lawyer as lead counsel in the
USPTO even if he or she is not a member of the Patent Bar.23 7 Under the current

231. But see supra Section II.B (arguing that Patent Bar membership provides
little assurance of technical qualification).

232. See supra Section I.D.
233. MODEL RULES OF PROF'L CONDUCT r. 1.1 (AM. BAR Ass'N 1983); see also

Am. BAR. ASS'N., State Adoption of the ABA Model Rules of Professional Conduct, ABA,
http://www.americanbar.org/groups/professional responsibility/publications/model rules o
f professional_conduct/alpha list state adopting model rules.html (last visited Mar. 6,
2017) (listing the dates that jurisdictions adopted the Model Rules of Professional
Responsibility).

234. MODEL RULES OF PROF'L CONDUCT r. 1.1 cmt. (AM. BAR Ass'N 1983).
235. Changes to the Representation of Others Before the United States Patent

Trademark Office, 78 FR 20180-01 (Apr. 3,2013) (to be codified at 37 C.F.R. §10.20).
236. Id. (to be codified at 37 C.F.R. § 10.77).
237. See supra note 185 (discussing stay provisions).
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structure of the Patent Bar, however, such a party would have no choice but to hire
separate lead counsel for each matter.2 38

Because this proposal would ensure that members of the Patent Bar can
effectively assist innovators in the USPTO, the proposal would not conflict with
existing statutes or regulations regarding the Patent Bar. For example, § 2 of the
Patent Act grants the USPTO the authority to regulate the Patent Bar but does not
address technical backgrounds.2 39 Instead, this statutory provision requires only
that members of the Patent Bar possess "the necessary qualifications to render to
applicants or other persons valuable service, advice, and assistance."240 In federal
regulations passed pursuant to this statutory grant of authority, the USPTO
requires that an applicant to the Patent Bar demonstrate that he or she "[p]ossesses
the legal, scientific, and technical qualifications" but only those that are "necessary
for him or her to render applicants valuable service."24 1 As discussed above,
legally sophisticated lawyers who lack substantial technical education could, in
many cases, provide valuable service in representing parties in patent matters in
the USPTO.2 42 Indeed, for many years the USPTO relied only on the Patent Bar
exam to assess the qualifications of lawyers, not educational backgrounds.2 43 Only
the General Requirements Bulletin stands in the way of this proposal, as it
establishes the highly specific, technical-education requirement.2"

B. Previous Challenges to the Bulletin

In the past, there have been a handful of attempts to expand in limited
respects the backgrounds deemed acceptable by the USPTO for admission to the
Patent Bar under the Bulletin. One of the earliest challenges was brought in 1962
in the case of Gager v. Ladd.2 45 There, John Gager applied to take the Patent Bar
exam, but the USPTO rejected his application because he lacked the scientific and
technical training required by the 1962 version of the Bulletin.2 46 Gager appealed
to the U.S. District Court for the District of Columbia arguing that his application
should not be governed by the demanding specifics of the Bulletin and instead
should be evaluated under the broader standard described in federal regulations
that an applicant to the Patent Bar possess "the legal, scientific, and technical
qualifications necessary for him or her to render applicants valuable service."2 47 In
evaluating Gager's argument, the court held that the USPTO's reliance on the

238. 37 C.F.R. § 42.10(a), (c) (2017).
239. 35 U.S.C. § 2(b)(2)(D) (2012).
240. Id.
241. 37 C.F.R. § 11.7(a)(ii) (2017).
242. See supra notes 220-222 and accompanying text.
243. See supra note 103 and accompanying text.
244. See GENERAL REQUIREMENTS BULLETIN, supra note 20, at 4-8.
245. 212 F. Supp. 671 (D.D.C. 1963). Gager was not a lawyer. Id. at 671.
246. Id. at 672. At that time, the technical-education requirement in the Bulletin

was, in some respects, less exclusionary than it is today. For instance, in 1962, an applicant
needed only to have a degree in "engineering or physical science" rather than a degree in
one of 32 enumerated majors. Compare id. at 673, with GENERAL REQUIREMENTS BULLETIN,
supra note 20, at 4.

247. Gager, 212 F. Supp. at 672-73.
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Bulletin was lawful so long as it was not "arbitrary and capricious."248 Under this
deferential standard of review, the court supported the USPTO's reliance on the
Bulletin, finding with little explanation that the educational requirements in the
Bulletin were "reasonable."2 49

Direct challenges to the substance of the Bulletin are thus difficult
because courts examine only whether the Bulletin is arbitrary or capricious.2 50

Consequently, some applicants attempted to challenge the Bulletin through
procedural avenues, like the Administrative Procedures Act ("APA"). One such
challenge occurred in 1990 when Phillip Premysler applied to take the Patent Bar
Exam, but the USPTO rejected Premysler's application because he lacked any of
the backgrounds listed in the Bulletin.2 5 1 Thereafter, Premysler went back to
school to take sufficient credits to qualify to sit for the Patent Bar Exam.2 52 By
1993, he was ready to take the exam. However, in the interim the USPTO
amended the Bulletin so that when Premysler reapplied to take the Patent Bar
exam, the USPTO once again rejected his application.2 5 3 After unsuccessfully
appealing the rejection within the USPTO to the Director of the Office of
Enrollment and Discipline, Premysler brought suit in the U.S. District Court for
the District of Columbia.2 54 Premysler argued that USPTO's reliance on the
Bulletin failed to satisfy the notice-and-comment requirements of the APA, which
state that an administrative agency cannot promulgate regulations without first
providing public notice of the proposed regulations and allowing interested
stakeholders to submit comments.2 5 5 In response, the Commissioner of the USPTO
argued that the Bulletin was "merely an interpretation of the agency's regulations"
and not a formal regulation subject to the APA. 2 56 As a matter of agency
discretion, such "interpretive rules" and "general statements of policy" are not
subject to the APA's notice-and-comment requirements.2 57 The district court and
ultimately the U.S. Court of Appeals for the Federal Circuit agreed with the
USPTO's characterization of the Bulletin.2 5 8

248. Id. at 673.
249. Id. The court further noted that the requirements of the Bulletin were

"reasonable" because a technical degree was not strictly required if an applicant to the
Patent Bar demonstrated "a long apprenticeship under a registered patent attorney or agent."
Id. But see Edlin & Haw, supra note 29, at 1134 (criticizing the use of rational-basis review
for some occupational-licensing schemes).

250. Premysler v. Lehman, Civ. A. No. 94-0937, 1994 WL 776982, at *3 (D.D.C.
1994), aff'd, 71 F.3d 387 (Fed. Cir. 1995); Maresca v. Comm'r of Patents & Trademarks,
871 F. Supp. 504, 507 (D.D.C. 1994), aff'd, 56 F.3d 80 (Fed. Cir. 1995); Gager, 212 F.
Supp. at 673; Premysler, 1994 WL 776982, at *3.

251. Premysler, 71 F.3d at 388.
252. Id. at 389.
253. Id.
254. Id.
255. Premysler, 1994 WL 776982, at *3; see also 5 U.S.C. § 553 (2012).
256. Premysler, 1994 WL 776982, at *3.
257. 5 U.S.C. § 553(b)(3)(a) (2012).
258. Premysler, 71 F.3d at 390. Indeed, the Supreme Court recently held that an

agency need not be subject to notice-and-comment rulemaking when promulgating an
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The Bulletin is thus doubly difficult to challenge because the USPTO has
broad discretion regarding the substance of the technical-education requirement
and because the public has no right to comment on the Office's use of that
discretion. Having few rights, some members of the public have petitioned the
USPTO to consider revising the Bulletin as a matter of administrative discretion.
For example, in 1989 the Computer Law Committee of the American Bar
Association passed, by a near-unanimous vote, a resolution encouraging the Patent
Bar to expand the technical-education requirement to include computer science
degrees.2 59 Thereafter, the committee wrote the Commissioner of Patents and
Trademarks, advocating that Patent Bar eligibility requirements be amended. The
Commissioner refused.260

Eventually, the USPTO did amend the Bulletin to add computer science
to the list of degrees that satisfy the technical-education requirement. However,
unlike the other qualifying degrees, the USPTO added-with little explanation-
an additional requirement for computer science graduates: a computer science
degree would only qualify a person to take the Patent Bar exam if the computer
science program was specially accredited at the time that their degrees were
awarded.2 61 As a result, many computer science graduates remain ineligible to join
the Patent Bar.

Seeking to change this unusual limitation, a computer science professor
and a patent law professor petitioned the USPTO in 2006 to conduct "notice and
comment rulemaking to amplify the legal, scientific, and technical qualifications
sufficient to sit for the [e]xamination for registration to [p]ractice before the
[USPTO]." 262 The professors noted that the Federal Circuit held in Premysler that
the Bulletin was not subject to notice-and-comment rulemaking, but nevertheless
argued that notice and comment were appropriate, in part, because the USPTO
"has often conducted notice and comment [rulemaking] even for exempt rules."263

In response to the petition, however, the USPTO asserted once again that notice-
and-comment procedures do not apply to "interpretive rules" and otherwise
declined to initiate a process that would allow interested members of the public to
provide feedback on the technical-education requirement.2 6

interpretive rule that substantially departs from an earlier interpretive rule. Perez v. Mortg.
Bankers Ass'n, 135 S. Ct. 1199, 1200 (2015).

259. Burke & Field, supra note 27, at 157-58.
260. Id.
261. GENERAL REQUIREMENTS BULLETIN, supra note 20, at 4; see supra note 120

and accompanying text (noting that computer science majors from the Massachusetts
Institute of Technology who graduated before 1996 are ineligible to join the Patent Bar).

262. Thomas G. Field, Jr., Administrative Procedure Act Rule-Making Petition,
4-5 (Feb. 3, 2006), https://papers.ssrn.com/sol3/papers.cfm?abstractid= 192402.

263. Id. at 3.
264. Letter from James A. Toupin, Gen. Counsel, USPTO, to Thomas G. Field,

Jr., Professor, Franklin Pierce Law Ctr. 1 (May 2, 2006),
https://papers.ssrn.com/sol3/papers.cfm?abstract id= 192402.

2017] 425



ARIZONA LAW REVIEW

C Explaining USPTO Reluctance

Thus far, the USPTO has been reluctant to loosen the technical-education
requirement or even to provide members of the public with a meaningful
opportunity to comment on this issue. The USPTO's actions are difficult to justify.
Allowing more public input regarding the technical-education requirement would
not undermine the USPTO's capacity to effectively regulate patent practitioners.
To the contrary, gathering more information about the effects of the technical-
education requirement likely would help the USPTO to develop effective policy.
Moreover, as described above, the technical-education requirement is subject to
critique, and there may be substantial benefits to expanding the Patent Bar.2 65

Indeed, closer scrutiny of the USPTO's explanations for its actions
further deepens the mystery surrounding its behavior. For example, in refusing the
2006 request for notice-and-comment review of the technical-education
requirement, the USPTO asserted that such an approach would lead to "rigid rules"
that fail to account for the "constantly changing nature of invention."2 66 In
actuality, however, notice-and-comment rulemaking would not lead to any more
"rigid rules" than the current approach. To start, the Bulletin already limits the
range of backgrounds that satisfy the technical-education requirement in a fashion
that conflicts with the "constantly changing nature of invention." For instance,
business and design majors generally cannot join the Patent Bar even though the
USPTO frequently issues business method and design patents.2 67 In addition, even
if some members of the public advocated for "rigid rules," the USPTO would not
be required to accept those recommendations. When proposed regulations are
subject to notice and comment, the APA requires only that an agency consider the
information provided by the public and provide "a concise general statement of [a
rule's] basis and purpose."268

Perhaps a more coherent explanation of the USPTO's reluctance to
expand the Patent Bar stems from the financial self-interest of many of its
employees. As described above, one effect of the technical-education requirement
is to limit supply in the labor market for representation in the USPTO, which in
turn reduces competition in that market.2 69 Employees of the USPTO often benefit
directly from this restriction of competition because many of them leave the
USPTO to become patent agents and attorneys in the private sector. In fact, there
has long been a close connection between the USPTO and the Patent Bar. By one
1934 estimate, as many as half of all patent attorneys began their careers as patent
examiners.27

265. See supra Section IIA.
266. Letter from James A. Toupin, supra note 264, at 2.
267. See supra Section II.B.1.
268. 5 U.S.C. § 553(c) (2012).
269. See supra Section II.C (discussing the typical costs and benefits of the

technical-education requirement).
270. Lee R. Schermerhorn, Law, and the Patent Examiner, 16 J. PAT. OFF. Soc'Y

751, 751 (1934); see also Edwin W. Teale, The Patent Office Has Become a National
Disgrace, POPULAR SCIENCE, June 1930, at 132 (noting that many patent examiners consider
employment at the USPTO to be a "stepping-stone to a career in.. .patent law").
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Today, many examiners continue to leave the USPTO for the higher
salaries available in private practice. Indeed, USPTO regulations explicitly support
patent examiners launching careers in private practice in that patent examiners
who have performed satisfactorily for as little as two fiscal years can join the
Patent Bar automatically after leaving their government posts without taking the
Patent Bar exam.2 71 As a result, expanding the Patent Bar would reduce the future
economic prospects of many USPTO employees. Moreover, lucrative private
industry salaries also help to maintain higher salaries in the USPTO because, to
retain experienced patent examiners, the USPTO must offer government salaries
and benefits that compete with opportunities in the private sector. Even employees
that plan to stay at the USPTO thus face incentives to support a restrictive
technical-education requirement.2 72

D. Paths Forward

One path to implementing the proposed reform is to revisit the avenues
previously pursued by challengers to the Patent Bar. For instance, a person denied
entrance into the Patent Bar could assert that the Bulletin violates the APA because
it was promulgated without notice and comment. This argument failed in the past
because the USPTO successfully argued to courts that the technical-education
requirement was not part of a regulation and instead was merely a nonbinding
"statement of policy."2 73 In actuality, however, administrative decisions within the
USPTO belie its claim that the standards of the Bulletin are nonbinding policy
statements. A person seeking to take the Patent Bar exam must submit an
application to the Director of Enrollment and Discipline, who reviews the
applications to determine, inter alia, whether the applicant possesses "sufficient
basic training in scientific and technical matters.1"274 'When the Director rejects an
application, an applicant can appeal this decision to the Commissioner of Patent
and Trademarks, and the USPTO makes some of these materials available to the
public through its website.2 75 In all of the decisions disclosed on the USPTO

271. 37 C.F.R. § 11.7(d)(1)(iii) (2017). The USPTO requires that examiners
satisfy the technical-education requirement before being hired. Burke & Field, supra note
27, at 158; see also Patent Examiner Positions, U.S. PAT. & TRADEMARK OFF.,
https://www.uspto.gov/web/offices/pac/exam.htm (last visited Mar. 24, 2017) (stating that
patent examiners must have "knowledge in one or more disciplines-biology, chemistry,
physics, chemical engineering, electrical engineering, mechanical engineering, computer
engineering, or computer science").

272. As the Supreme Court recently noted, "active market participants cannot be
allowed to regulate their own markets" without potentially engaging in conduct that harms
consumers. N.C. State Bd. of Dental Examiners v. FTC, 135 S. Ct. 1101, 1111 (2015); see
also Edlin & Haw, supra note 29, at 1103-04 (noting that licensing boards with financial
interests in limiting competition "often succumb to the temptation of self-dealing, creating
regulations to insulate incumbents rather than to ensure public welfare").

273. Premysler v. Lehman, 71 F.3d 387, 389 (Fed. Cir. 1995).
274. Changes to the Representation of Others Before the United States Patent

Trademark Office, 78 FR 20180-01 (Apr. 3, 2013) (to be codified at 37 C.F.R. § 10.7).
275. Id. (codified at 37 C.F.R. 10.2(c)); OED Reading Room, USPTO, http://e-

foia.uspto.gov/Foia/OEDReadingRoom.jsp (last visited Mar. 6, 2017) (selecting
"Technical" for "Decision type).
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website in which an application was rejected for failure to satisfy the Bulletin, the
Commissioner of Patents affirmed the decision of the Office of Enrollment and
Discipline.2 76 In other words, while the USPTO claims that the Bulletin is
nonbinding, there do not appear to have been any instances where it actually
departed from the details of the Bulletin.

Nevertheless, existing precedent supporting the USPTO's discretion in
establishing the contours of the technical-education requirement may prove
insurmountable. Debunking the USPTO's claim that the technical-education
requirement in the Bulletin is nonbinding, and thus not subject to the APA, may be
difficult given that the USPTO has consistently claimed to have discretion to
depart from the Bulletin-even if it has not exercised it.

Moreover, even if the USPTO engaged in notice-and-comment
rulemaking, it might simply reenact a requirement for Patent Bar members to
possess technical educations, particularly because many current members of the
Patent Bar would have an incentive to advocate for such a requirement. By
limiting the supply of legal services in patent matters in the USPTO, the technical-
education requirement increases the profits of those who are able to join the Patent
Bar. For their part, many current employees of the USPTO would be inclined to
embrace the self-interested recommendations of the existing Patent Bar given the
economic kinship between the Patent Bar and USPTO employees.2 7 7

As a result of these barriers to reform, lobbying may be needed. Of
course, existing organizations for patent practitioners, such as the American
Intellectual Property Lawyers Association, are unlikely to take up this charge, as it
would increase the competition facing current Patent Bar members. An
organization with members who are lawyers but not patent practitioners, such as
the American Bar Association, would thus be more likely to spearhead this reform
effort. Indeed, the ABA recently focused on programs to expand access to legal
services. Much of this effort involves proposals to allow nonlawyers to represent
clients in certain legal matters.2 78 Ironically, the ABA has overlooked an
opportunity to advocate for lawyers themselves to expand access to legal services
in the USPTO. Congress may also be receptive to expansions to the Patent Bar
because it could reduce the financial barriers facing innovators to utilizing the
patent system, thereby promoting innovation. Moreover, the proposed expansion
of the Patent Bar could improve the USPTO's capacity to retain examiners by
reducing the advantages of the private sector that stem from reduced competition.

CONCLUSION

The U.S. Constitution provides that the primary goal of patent law is to
"promote the progress.. of the useful Arts."2 79 To do so, lawmakers and scholars

276. OED Reading Room, supra note 275.
277. See supra Section II.C.
278. ABA COMM'N ON THE FUTURE OF LEGAL SERVS., ISSUES PAPER CONCERNING

NEW CATEGORIES OF LEGAL SERVICE PROVIDERS 7-11 (Oct. 16, 2015),
http://www.americanbar.org/content/dam/aba/images/officepresident/delivery of legal se
rvices completed evaluation.pdf.

279. U.S. CONST. art. I, § 8, cl. 8.
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endeavor to craft patent laws that maximize social welfare, and consequently
assess the efficacy of different facets of patent law by weighing the attendant costs
and benefits. For instance, commentators typically evaluate proposed patent
reforms that raise the costs of acquiring patents to determine if those reforms
provide sufficient offsetting benefits.280 Surprisingly, although innovators spend
billions of dollars each year on representation in the USPTO, this cost-benefit
approach has not been applied to the structure of the Patent Bar. Moreover, in the
absence of market failures, both legal and economic scholars generally agree that
free-market competition is more economically efficient than occupational
licensing.281 At least for nontechnical lawyers, however, the technical-education
requirement of the Patent Bar has not been and cannot be justified by such market
failures.

To the contrary, the technical-education requirement as currently
constituted is restricting market forces to the detriment of society. It artificially
limits the supply of labor in the service market for patent representation in the
USPTO, thereby reducing competition and raising prices. This market intervention
is particularly restrictive in fields that are eligible for patent protection, like
designs and business methods, but for which undergraduate degrees in those fields
do not satisfy the technical-education requirement. Similarly, the effect of the
technical-education requirement is particularly concerning regarding legal
expertise because fewer people have training in both disciplines, yet the demand
for legal expertise in the USPTO has grown, as patent matters in the USPTO have
become more legally complex.

At the same time, the technical-education requirement provides few
market benefits-if any-when it excludes lawyers from the Patent Bar. Critically,
Patent Bar membership provides little information or assurance of technical
sophistication. USPTO regulations allow members of the Patent Bar to work on
matters unrelated to the technical educations that initially supported their
membership. Many consumers consequently select representation in the USPTO
based on individual qualifications of agents and attorneys, rather than simply their
membership in the Patent Bar. For most parties seeking representation in the
USPTO, this selection is not difficult as they are technically sophisticated and
therefore can cheaply and accurately assess the technical qualifications of others.

The expansion to the Patent Bar proposed in this Article-allowing
lawyers to take the Patent Bar exam regardless of their technical backgrounds and
certifying appropriate lawyers as Science/Technology Specialists-would allow

280. E.g., F. Scott Kieff, The Case for Registering Patents and the Law and
Economics of Present Patent-Obtaining Rules, 45 B.C. L. REv. 55, 110 (2003) (arguing that
the cost to patentees of improved drafting "are substantially less than those associated with
litigating"); Scott Miller, Enhancing Patent Disclosure for Faithful Claim Construction, 9
LEWIS & CLARK L. REv. 177, 196, 204 (2005) (noting that "it would of course be foolish to
mandate new disclosure rules so exacting that the increased cost of patent preparation
swamps any predictability benefit that the changes would produce."); Kelly Casey Mullally,
Patent Hermeneutics: Form and Substance in Claim Construction, 59 FLA. L. REv. 333, 380
(2007) (arguing that the cost of increased disclosure in patents may be "offset in the
avoidance of greater costs to the public and the avoidance of litigation").

281. See supra Section IIB.
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the market for services in the USPTO to operate more freely, thereby reducing the
cost of the technical-education requirement. Reforming the Patent Bar will,
however, be difficult. Existing members of the Patent Bar enjoy its restrictive
nature and therefore may oppose efforts to increase competition. Moreover,
because of the close connection between the USPTO and the Patent Bar, many
employees of the USPTO face similar economic incentives to oppose expansions
to the Patent Bar. Congressional intervention may be required, perhaps with the
support of lobbying by nontechnical lawyers who would benefit from the proposed
expansion to the Patent Bar.


