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ESSAY 

ADOPTION OF A FIRST-TO-FILE PATENT SYSTEM: A 
PROPOSAL 

Peter A. Jackman* 

I. INTRODUCTION 

Global trade opportunities continue to broaden as technologi­
cal innovation diminishes the distance between nations. Intellectual 
property law, particularly patent law, increasingly plays a fundamen­
tal role in advancing the global. economy. Because of the important 
role of patent law in global trade, there has been a worldwide 
movement to harmonize patent laws for the purpose of establishing 
unifonn and valid international patent protection. 

Patent law harmonization would significantly affect the patent 
laws of the United States. When two or more inventors in the 
United States wish to obtain a patent on the same invention, the 
United States Patent and Trademark Office (PTO) awards the pat­
ent to the person who is the first inventor, regardless of who actu­
ally files a patent application first.! This system of detennining pri­
ority of invention is known as the "first-to-invent" system and has 
been used by the PTO for over 150 years.2 Nearly every other coun­
try in the world utilizes a "first-to-file" patent system, which estab­
lishes priority of invention on the basis of the earliest effective filing 
date of a patent application. Effective global patent harmonization 
would require the United States to change from its current first-to­
invent patent system to the universally accepted first-to-file patent 
system. 

* B.S., 1993, Villanova University; M.S., 1997, Thomas Jefferson University. Can­
didate, J.D., 1998, University of Baltimore School of Law. 

1. See 35 u.s.c. §§ 101, l02(g) (1988) (setting out what constitutes patentable in­
ventions and how priority of invention is determined when more than one in­
ventor seeks a patent for an invention). 

2. See Patent Act of 1836, ch. 357, sec. 6, 5 Stat. 117, 119 (1836) (formallyestab­
lishing patent statutes that award patents on basis of priority of invention). 

67 
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Multilateral negotiation efforts have failed to achieve meaning­
ful global hannonization of patent laws. Although the recent t:tegoti­
ations on the North American Free Trade Agreement (NAFTA)3 
and the General Agreement on Tariffs and Trade (GATT)4 success­
fully included agreements on several intellectual property law issues, 
these agreements failed to address the United States' potential 
adoption of a first-to-file patent system. The proposed Patent Har­
monization Treaty prepared by the World Intellectual Property Or­
ganization (WIPO)S specifically mandates the universal adoption of 
a first-to-file patent system; however, in 1993 the Clinton administra­
tion postponed treaty negotiations indefinitely.6 Furthermore, with 
the 1994 announcement from the Secretary of Commerce that the 
United States would maintain its first-to-invent patent system,7 the 
possibility of meaningful patent hannonization in the near future is 
slight. 

This article examines the basic principles behind patent law 
hannonization and proposes that hannonization, particularly the 
adoption of a first-to-file system, is in the best interests of the 
United States. This article first examines the history of the patent 
system, specifically the first-to-invent system, in this country. Part III 
discusses the major impediments to global patent law hannonization 
and analyzes recent international attempts at hannonizing· patent 
laws. Part IV discusses the most important reasons for implementing 
a first-to-file patent system. Finally, this article concludes that for the 
United States to be a part of any meaningful patent hannonization 
treaty, it must abandon its first-to-invent system and adopt the first­
to-file system. 

3. On December 8, 1993, President Clinton signed the North American Free 
Trade Agreement Implementation Act, and the treaty took effect on January 
1, 1994. See North American Free Trade Agreement, Dec. 8, 1993, V.S.-Can.­
Mex., 32 I.L.M. 289 (1993) [hereinafter NAFTA]. 

4. General Agreement on Tariffs and Trade, opened fur signatUflJ Oct. 30, 1947, 61 
Stat. A3, 55 V.N.T.S. 187 [hereinafter GATT]. On December 8, 1994, Presi­
dent Clinton signed GATT, and it took effect on Jan. 1, 1995. See 140 CoNG. 

REc. 01274 (daily ed. Dec. 8, 1994). 
5. See lWPO Experts Make Progress on Patent Harmonization Draft, 41 PAT. TRADEMARK 

&: CoPVRIGHI' J. (BNA) 231 (1991) [hereinafter lWPO Experts Make Progress]. 
6. See Patent Law Harmonization Hearings Scheduled, Comments Sought, 46 PAT. 

TRADEMARK &: CoPYRlGHI' J. (BNA) 370, 371 (1993) [hereinafter Harmonization 
Hearings Scheduled]. 

7. See U.S. Says "Not Now" on First-to-File and A~ with Japan on Patent Term, 47 
PAT. Tlw>EMARK &: CoPYRlGHI' J. (BNA) 150 (1994) [hereinafter U.S. Says ''Not 
Now". . 
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II. PATENT LAW IN THE UNITED STATES 

A. Some Aspects of Intellectual Property 

Intellectual property law pertains generally to the property 
rights of intangible fonns of property in the industrial, scientific, lit­
erary, and artistic fields. Traditionally, intellectual property has been 
divided into the three areas of patents, trademarks, and copyrights.8 

Intellectual property has been defined in the WIPO Convention 
which states: 

'Intellectual property' shall include the rights relating 
to: - literary, artistic and scientific works - performances of 
performing artists, photographs and broadcasts, - inventions 
in all fields of human endeavor, - scientific discoveries, - in­
dustrial designs, - trademarks, service marks, and commer­
cial names and designations, - protection against unfair 
competition and all other rights resulting from intellectual 
activity in the industrial, scientific, literary or artistic fields.9 

The labeling of these rights as intellectual property rights is based 
on the intellectual property doctrine, which grew out of natural law 
concepts.10 This doctrine was developed in the 17th and 18th centu­
ries by philosophers and legal scholars who believed that an inven­
tor or author was intrinsically entitled to the property rights of his 
intellectual creations. ll Subsequently, in the development of na­
tional legal systems, legal concepts have prevailed in which the natu­
ral law idea of intellectual property was complemented or 
modified.12 

Intellectual property also has the unusual characteristic of not 
being depleted by use. This elusive characteristic has made it sus­
ceptible to taking by others. It is the prevention of this taking which 
has led to national laws for the procurement and protection of in­
tellectual property rights. To justify this protection, special theories 
have developed in addition to the intellectual property doctrine, in 

8. See gmerally WILUAM H. FRANCIS ET AL. PATENT LAw (4th ed. 1995). 
9. Convention Establishing the World Intellectual Property Organization, opened 

for signature July 14, 1967, 21 U.S.T. 1749, 828 U.N.T.S. 3 [hereinafter WIPO 
Convention]. The WIPO Convention was amended on October 2, 1979, and 
entered into force on June 1, 1984. 

10. See 14 EUGEN ULMER, COPYRIGHr AND INDUSTRIAL PROPERlY 4 (1987). 
11. See id. 
12. See id. 



70 Baltimore Law Review [Vol. 26 

particular, the theories of reward, incentive, and disclosure.13 The 
granting of intellectual property rights, particularly patent rights, ac­
complishes three important objectives: (1) it rewards the inventor for 
the skill and labor exerted in conceiving and perfecting the inven­
tion; (2) it encourages invention through the expectation of profit 
and creates incentives for business to invest capital in research and 
development; and (3) it promotes the disclosure of the creation 
which, in turn, enhances the general public knowledge. 14 

B. History of Patent Law in the United States 

Early in the development of patent systems, it came to be rec­
ognized that two or more persons could independently invent the 
same thing. Since granting patent rights to each independent inven­
tor would defeat the very purpose of a patent - the grant of a lim­
ited term exclusive right - some mechanism had to be developed 
to determine which inventor in such circumstance would be given 
the right to the patent. 

American colonists recognized the importance of rewarding in­
novation soon after settling in the New World. The General Court 
of Massachusetts adopted a law of monopolies for that Colony in 
1641: "[t]here shall be no monopolies granted or allowed among 
us,but of such new inventions as are profitable to the country, and 
that for a short time. "15 Later in the same year, the General Court 
granted the first patent to Samuel Winslow for his invention of a 
method of manufacturing salt. 16 After the Revolutionary War, 
Charles Pinckney and James Madison submitted proposals to the 
Constitutional Convention for the protection of inventors and au­
thors.17 The result was Article I, Section 8, Clause 8 of the United 
States Constitution which gave Congress the power to "promote the 
progress of science and useful arts, by securing for limited times to 
authors and inventors the exclusive right to their respective writings 
and discoveries. "18 

In the second session of the First Congress, Congress utilized 

13. See FRANCIS, supra note 8, at 73. 
14. See ill. 
15. ROBERT A COATE ET AL,CAsES AND MATERIALS OF PATENT LAw 68 (3d ed. 

1987). 
16. See ill. at 69. 
17. See ill. 
18. U.S. CoNsr. art. I, § 8, d. 8. This Clause grants legislative power to Congress 

in the areas of copyright and patent law. 
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this power to enact the Patent Act of 1790.19 The Act enabled the 
Patent Office to grant a patent to anyone who complied with the 
mandates of the Act and stated that only the "first and true inven­
tor or discoverer" could receive a patent for a particular invention.20 
The courts at that time determined that the "first and true inventor 
or discoverer" was the first person to "reduce to practice" the in­
vention.21 Although the Act attempted to define how the inventor 
was to be determined, it came into being with no provision con­
cerning how priority of invention should be established.22 In 1793, a 
new patent act established the "prior inventorship" defense to in­
fringement. 23 As a result, if the defendant could prove that the pat­
entee was not truly the first person to create the invention, the pat­
entee would lose the patent, and the defendant would not be liable 
for infringement. 

It is only with the enactment of the Patent Act of 183624 that 
the United States can truly be said to have established a first-to­
invent patent system. For the first time, this Act required an appli­
cant to sign an oath or affirmation that he "does verily believe that 
he is the original and first inventor."25 The Act finally provided a 
system by which the PTO could determine priority of invention. It 
ultimately established the basis for the present United States patent 
system and, although revised, its character remains fundamentally 
unchanged. 

C. Modem Concept of First-to-Invent 

It is clear that the Constitution grants Congress the power to 
award patents to the "inventor" of an invention. It is also clear that 
the inventor does not need to actually manufacture the invention as 

19. Patent Act of 1790, ch. 7, 1 Stat. 109 (1790) (repealed 1793). 
20. See itl. §§ 5-6. 
21. Robert W. Pritchard, The Future Is Nuw - The Case for Patent Harmonization, 20 

N.C. J. INT'L L & CoM. REG. 291, 294 (1995) (citing George E. Frost, The 1967 
Patent Law Debate - First-to-Invent vs. First-to-FIle, 1967 DUKE LJ. 923, 932 (1967». 
Reduction to practice may be either actual or constructive. Generally, actual 
reduction is the first construction of the tangible means or way of carrying 
out the new idea and any testing or operation needed to demonstrate that 
such means or way is effective. See FRANCIS, supra note 8, at 117. Constructive 
reduction is the filing of a patent application disclosing the new idea and the 
means or way of carrying it out. See id. 

22. See Patent Act of 1790, ch. 7, 1 Stat. 109 (1790) (repealed 1793). 
23. See Patent Act of 1793, ch. 11, 1 Stat. 318 (1793) (repealed 1836). 
24. Patent Act of 1836, ch. 357, 5 Stat. 117 (1836). 
25. See id. 
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of the time of filing the patent application; a constructive reduction 
to practice is adequate to establish a date of invention. The remain­
ing issue, then, is how the patent system should determine who the 
"first and true inventor" is in situations where two or more persons 
independently conceive an invention and actually or constructively 
reduce it to practice around the same time period. 

A statutory definition now enables one to determine the first 
inventor. In 1952, Congress rewrote the whole patent law, codifying 
portions of the common law, revising past statutory law, and creat­
ing new law.26 The new section 102(g) describes the considerations 
to be examined in determining priority of invention.27 This section 
codified the legal concepts of conception,28 reduction to practice,29 
diligence,3o and abandonment, suppression, and concealment.31 

Therefore, in order to establish priority of invention, the "interfer­
ing" parties32 need to show the dates of conception and reduction 
to practice, the quantity of diligence, and any indications of aban­
donment, suppression, or concealment. The result of section 102(g) 
is that, in the United States, a party who is second to file may estab­
lish priority by showing the earliest date of invention. The general 
rule as to priority of invention is that priority goes to the inventor 

26. See Patent Act of 1952, 35 U.S.C. §§ 1-376 (1997). 
27. See 35 U.S.C. § 102(g) (1988). This section states that: 

A person shall be entitled to a patent unless -

(g) before the applicant'S invention thereof the invention was made in this 
country by another who had not abandoned, suppressed, or concealed iL In 
determining priority of invention there shall be considered not only the re­
spective dates of conception and reduction to practice of the invention, but 
also the reasonable diligence of one who was first to conceive and last to re­
duce to practice, from a time prior to conception by the other. 
[d. 

28. See FRANCIS, supra note 8, at 117. In general, conception is the mental activity 
of inventing or the creation or discovery of the new idea and a specific tangi­
ble means or way of carrying out the new idea. See ill. 

29. See supra note 21. 
30. See FRANCIS, supra note 8, at 117. Diligence is reasonable effort of an inventor 

in trying to reduce the conception of an invention to practice. See ilL 
31. Congress included these concepts to recognize that one who hides an inven­

tion from the public is not entitled to receive patent protection. See Pritchard, 
supra note 21, at 297 n.54. 

32. When an application for a patent would interfere with any other pending ap­
plication, the Commissioner of Patents may declare an "interference." See 35 
U.S.C. § 135(a) (1988). The Board of Patent Appeals and Interferences then 
determines any questions of priority of the inventions. 
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who first reduced an embodiment of the invention to practice.33 

This rule is subject to two exceptions: (1) the inventor who was the 
first to conceive the subject matter, but the last to reduce to prac­
tice, will prevail if that inventor exercised reasonable diligence in 
reducing the invention to practice from a time just prior to when 
the first person to reduce to practice conceived the subject matter; 
and (2) the second inventor to reduce the invention to practice will 
prevail if the first inventor abandoned, suppressed, or concealed the 
invention.34 . 

It is not always a simple process to ascertain the priority of in­
vention in the United States; difficulties may arise due to the uncer­
tainties inherent in the process. For example, the exact dates of 
conception and reduction to practice may be troublesome to deter­
mine, even with detailed records.3S Furthermore, the amount of dili­
gence each party exercised in reducing their conceived invention to 
practice is a subjective determination that lies with the trier of 
fact.36 Moreover, the quantity of abandonment, suppression, or con­
cealment sufficient to deprive an inventor of patent rights is also 
subjective and is not statutorily defined.37 Despite these potential 
difficulties with determining the first and true inventor, the United 
States continues to award patents to the first to invent. 

D. First-to-File System 

In contrast with the United States, nearly every other country 
in the world utilizes a first-to-file system of priority.38 Only Jordan 
and the Philippines are currently utilizing a first-to-invent system.39 

Canada had formerly used a first-to-invent system but converted to a 
first-to-file system in 1989.40 

The first-to-file patent system establishes priority of invention 
on the basis of the first effective filing date of a patent application 

33. See Pritchard, supra note 21, at 298. 
34. See id. 
35. See id. 
36. See id. 
37. Seeid. 
38. See Vito J. DeBari, International Harmonizatitm of Patent Law: A Proposed Solution 

to the United States' Fim-lo-FJle Debate, 16 FORDHAM INT'L LJ. 687, 691 (1993) (cit­
ing THE ADVISORY CoMMISSION ON PATENT LAw REFoRM. A REPoIrr TO THE SEC 

RETARY OF CoMMERCE, at 43 n.2 (1992». 
39. See ill. 
40. See Canadian Patent Act of Nov. 19, 1987, R.S.C. ch. P-4 (1988). 
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disclosing and claiming an invention.41 Obviously, under a first-t<r 
file system, the most important date is the filing date of the patent 
application. The date of filing determines the right of priority of 
the patent. Because courts normally do not have to tum to any 
prior dates of conception to decide priority, this system has been 
globally utilized, primarily based upon its ease of administration.42 

III. PATENT HARMONIZATION 

A. The Need for Global Patent Law Harmonization 

The flow of international trade is ever increasing in the world, 
with intellectual property comprising an ever increasing percentage 
of such trade.43 For example, as of 1991, it has been estimated that 
approximately twenty-five percent of the United States exports in­
volve some form of intellectual property.44 The international impact 
of patents is increasing for three primary reasons: (1) commerce in 
intellectual property has become an even greater component of 
trade between nations; (2) world commerce has become more inter­
dependent, thus establishing a need for international cooperation; 
and (3) piracy of intellectual property is increasing, particularly in 
the Third World, and underscores the increasing conflicts of the 
rights of intellectual property owners in the developed world with 
the economic goals of the developing world.4s However, as world 
trade increases and multinational corporations grow, obtaining uni­
form patent protection which extends beyond national borders has 
become increasingly difficult.46 This need for uniform and valid in­
ternational patent protection is the primary impetus in the quest 
for patent law harmonization.47 

Patent harmonization could be a means of reducing the costs 
associated with international patent protection for all nations. De­
veloping nations often look for a "free ride," seeking to build their 
economies not by encouraging the innovation and creativity of their 
own people through strong protection for all forms of intellectual 

41. See Matthew P. Donohue, First-to-File vs. First-to-Invent: Will Universities be Left &r 
hind7, 21 j.G & V.L 765, 769 (1995). 

42. See w. 
43. See Register Oman:S Address to the Atlanta Meeting 0/ the Patent, Trademark and C0p­

yright Section o/the ABA, 42 PAT. TRADEMARK & CoPYRIGHT j. (BNA) 427 (1991). 
44. See W. 
45. See Anthony D. Sabatelli, Impediments to Global Patent Law Hannonizo.tion, 22 N. 

KY. L REv. 579, 585 (1995). 
46. See w. 
47. See ilL 
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property, but by promoting intellectual property piracy through 
weak laws or no protection at all.48 Developing nations could benefit 
from a commitment to patent harmonization insofar as it would en­
courage other nations to trade high . technology goods with their 
countries and foster the scientific and technological progress neces­
sary to achieve industrialization.49 

Multinational corporations and those involved in international 
trade and· technology transfers could certainly benefit from the cer­
tainty and stability of effective patent harmonization. In the absence 
of harmonization, the problems of infringement and enforcement 
could cause serious impediments to international trade and technol­
ogy transfers. Furthermore, the increase in the percentage of inter­
national trade related to the advancements in electronics, com­
puters, and genetic engineering reinforces the need that these 
relatively new technology areas be adequately and uniformly pro­
tected on an international scale. so 

It is recognized that intellectual property rights are critically 
important in preserving or regaining the competitive edge of a wide 
range of United States exports.Sl In the United States, strong inter­
national patent protection will encourage inventors to expand their 
markets globally and will reduce the substantial costs associated with 
obtaining such protection and enforcing against its infringement. 52 

The United States system of patent protection, however, differs sig­
nificantly from those of other countries throughout the world. Con­
sequently, this difference may impede the United States' participa­
tion in patent law harmonization. 

B. Impediments to Global Patent Law Harmonization 

The crux of the current movement towards patent law harmo­
nization is the recognition that the existing fragmented system of 

48. See Bruce A. Lehman, Intellectual Property Under the Clinton Administration, 27 
GEO. WASH. J. INT'L L & ECON. 395 (1993). This attitude is demonstrated in 
two basic ways. First, developing countries frequently have inadequate legal 
mechanisms to protect intellectual property. Second, some countries fail to en­
force existing laws adequately. See id. 

49. See Karen M. Curesky, International Patent Harmonization Through W.I.P.D.: An 
Analysis of the u.s. Proposal to Adopt a "FiTSt-tcrFIle" Patent System, 21 LAw & POL 'y 

INT'L Bus. 289 (1989). 
50. See Faryan A. Afifi, Unifying International Patent Protection: The World Intellectual 

Property Organization Must Coonlinate Regional Patent Systems, 15 LoY. LA INT'L & 
CoMP. LJ. 453, 466 (1993). 

51. See Sabatelli, supra note 45, at 590. 
52. See DeBari, supra note 38, at 687. 
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national patent laws and patent offices creates barriers for interna­
tional trade. The idea of one inventor filing one patent application 
in one patent office is utopian due to many impediments. The 
three most important are: (1) the reluctance of national govern­
ments to give up their current systems which allow them to use 
their patent laws to favor domestic entrepreneurs; (2) the relin­
quishment of a portion of national sovereignty for the sake of a 
global system; and (3) the reconciliation of the different national 
interests of the developing countries and the developed countries. 53 
Thus, one of the principal difficulties in dealing with patent harmo­
nization issues is that harmonization is an international issue, while 
the underlying patent itself is the creation of a national entity. ' 

The territorial limitation of patent law, therefore, is due to the 
fact that the patent is based upon a state grant whose legal effects 
do not extend beyond the national borders. 54 A patent is defined as 
a "grant of some privilege, property, or authority, made by the guv­
ernment or savcreign of a country to one or more individuals. "55 Thus, 
the circle of persons who can claim patent right protection within a 
national territory is determined by national legislation. National leg­
islation primarily protects the patent rights of its own citizens.56 

There are important policy reasons for a government to pro­
vide patent protection to its citizens. In the absence of intervention 
by a governmental entity, it would be difficult for an individual to 
practice an invention and to maintain rights to that invention with­
out its unauthorized use by others, unless the invention is some­
thing that is difficult to "reverse-engineer" and copy.57 The purpose 
of patent protection is' to serve the interests of society and to ad­
vance technology development by encouraging risk taking with the 
goal of innovation and investment.58 Therefore, it is important for 
the governmental entity to provide protection to encourage innova­
tion and investment. However, such patent protection'rights have 
generally stopped at national borders. 

The reason for this limitation of rights stems from the conflict 
between the national patent rights and international trade issues. 

53. See J.c. Rasser, Foreword to Sabatelli, supra note 45, at 579-80; see also supra 
notes 4849 and accompanying text. 

54. See ULMER, supra note 10, at 5. 
55. BLACK'S LAw DICTIONARY 1125 (6th ed. 1990) (emphasis added). 
56. See ULMER, supra note 10, at 7. 
57. See SabateUi, supra note 45, at 583. 
58. See ill. 



1997] Yll'St-to-File Patent System 77 

On the national level, there is a conflict between the rights of in­
ventors to their inventions versus the public interest of promoting 
technological and economic development. 59 On the international 
level, there are the conflicts which arise from the competing inter­
ests which the national entity has in providing national patent pro­
tection versus the interests of the international community in un­
restricted trade and technology transfers.60 The need for global 
patent harmonization is underscored by this inherent conflict of the 
national entity versus the international community and the conflict­
ing and inconsistent web of national patent laws currently in exis­
tence. Furthermore, the existence of separate, unharmonized na­
tional patent systems leads to duplicative and wasteful efforts In 

patent procurement on an international scale.61 

c. International Attempts at Patent Law Harmonization 

The demand for worldwide protection of patent rights is not 
satisfied by the fact that the privilege acquired in the country of ori­
gin is also recognized in other countries.62 The securance of protec­
tion of patent rights beyond the borders of the country of origin is 
rather the task of international conventions and treaties.63 Interna­
tional conventions have expanded the group of persons protected. 
Principally, they accord the persons nominated in the conventions 
protection on the basis of national treatment. 64 Despite these at­
tempts to achieve international patent harmonization, complete uni­
fication has not been accomplished, primarily because of the differ­
ences in legal systems and economic and social foundations. 

1. Paris Convention for the Protection of Industrial Property 

The foundation of international patent law is the International 
Convention for the Protection of Industrial Property.6S It is the old­
est international treaty dealing with intellectual property. The treaty 
was drafted in 1880, ratified in 1883, and became effective in 1884. 
The treaty has gone through six revisions, the last being revised in 

59. See ill. at 584. 
60. See ill. 
61. See Afifi, supra note 50, at 455. 
62. See ULMER, supra note 10, at 5. 
63. See ill. 
64. See ill. at 7-8. 
65. Paris Convention for the Protection of Industrial Property, opened fur signatU1r! 

Mar. 20, 1883, 25 Stat. 1372, 161 Consol. T.S. 409. 
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Stockholm in 1967.66 The fields of industrial property covered by 
this treaty include not only patents, but also trademarks, trade 
names, industrial designs, unfair competition, and other areas of in­
dustrial property.67 As of April 1992, a total of 108 countries were 
signatories to the Paris Convention.68 

The Paris Convention is based on the principles of national 
treatment, right of priority, and uniform rules of convention min­
ima. 69 National treatment is an agreement to reciprocity, such that 
each member state is required to grant the same protection to the 
nationals of other member states as it affords to its own citizens.70 

In other words, under this treaty a country cannot provide preferen­
tial treatment under its intellectual property laws to its own citizens 
at the expense of non-citizens. The right of priority provides that an 
applicant for a patent who files in any signatory nation has a grace 
period of one year in which to file in any other member nation and 
claim priority to the initial filing date.71 As for convention minima, 
the Paris Convention is rather rudimentary and does not establish 
any meaningful standards.n 

The principal problem with the Paris Convention is that it 
leaves its implementation up to the discretion of each individual sig­
natory nation rather than incorporating uniform implementation 
provisions. Under the Paris Convention, each country remains free 
to adopt its own patent granting procedures and substantive patent 

66. The treaty was revised on: December 14, 1900, International Union for the 
Protection of Industrial Property, &J1ened for signatuTl! Dec. 14, 1900, 32 Stat. 
1936, 189 Consol. T.S. 134; june 2, 1911, Convention for the Protection of In­
dustrial Property, &J1ened for signatUTl! june 2, 1911, 38 Stat. 1645, 213 Consol. 
T.S. 405; November 6, 1925, Convention for the Protection of Industrial Prop­
erty, opened for signatUTl! Nov. 6, 1925, 100 Stat. 1789; june 2, 1934, Convention 
for the Protection of Industrial Property, opened for signatUTl! june 2, 1934, 53 
Stat. 1748; October 31, 1958, Convention for the Protection of Industrial Prop­
erty, opened for signatUTl! Oct. 31, 1958, 13 U.S.T. 1; and july 14, 1967, Conven­
tion for the Protection of Industrial Property, &J1ened for signatUTl! july 14, 1967, 
21 U.S.T. 1583, 828 U.N.T.S. 305 [hereinafter Paris Convention]. 

67. See Paris Convention, supra note 66, arts. 4-10, 21 U.S.T. at 158~1600, 828 
U.N.T.S. at 312-38. 

68. See Sabatelli, supra note 45, at 591. 
69. See id. 
70. See Paris Convention, supra note 66, arts. 2-3, 21 U.S.T. at 1585-86, 828 U.N.T.S. 

at 312. 
71. See ill. art. 4, 21 U.S.T. at 1586, 828 U.N.T.S. at 313. 
72. See Sabatelli, supra note 45, at 592. 
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laws.73 In effect, the Paris Convention leaves great discretion to na­
tional legislators in detennining how to protect industrial property 
rights.74 However, despite its major deficiency, the Paris Convention 
was, and still is, a significant attempt toward establishing worldwide 
standards for intellectual property. The Paris Convention is also im­
portant insofar as it gave rise to WIPO. 

2. World Intellectual Property Organization 

WIPO was established by a convention signed in Stockholm on 
July 14, 1967.7S The WIPO Convention established the governmental 
structure of the organization. Membership is open to any country 
that is a member of any of the treaties administered by WIPO or to 
any country that is a member of the United Nations.76 A total of 139 
countries are members of WIPO.77 

The United Nations created WIPO for the purpose of world­
wide promotion of patents, copyrights, trademarks, and other intel­
lectual property rights.78 The WIPO Committee of Experts on the 
Harmonization of Certain Provisions in Laws for the Protection of 
Inventions convened a series of meetings in 1985 in Geneva to dis­
cuss worldwide patent harmonization.79 The Committee completed a 
draft treaty of basic proposals in 1990.80 A diplomatic conference 
met for the first time in 1991 to complete the final harmonization 
treaty. 81 The final session of the diplomatic conference was origi­
nally scheduled for July 1993, but the Clinton administration post­
poned it indefinitely.82 The United States justified the delay on the 
need to select a new commissioner of the PTO and the need to for­
mulate a clear position on patent harmonization.83 

The WIPO draft treaty for patent law harmonization contains 
two dozen articles; however, the most significant difference between 
the WIPO Basic Proposal and current United States law is found in 

73. See Afifi, supra note 50, at 457. 
74. See Sabatelli, supra note 45, at 593. 
75. See generaUy WIPO Convention, supra note 9. 
76. See id. art. 5, 21 V.S.T. at 1754, 828 V.N.T.S. at 12. 
77. See id. supp. 64, at 1-4 (Aug. 1991). 
78. See generaUy WIPO Convention, supra note 9. 
79. See generaUy MPO Experts Make Progress, supra note 5. 
80. See generaUy id. 
81. See generaUy Harmonization Hearings Scheduled, supra note 6. 
82. See generaUy ill. 
83. See generaUy ill. 
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section 2 of article 9, which mandates that the "invention shall be­
long to the applicant with the earliest priority date."84 This proposal 
would change the United States patent system from a first-to-invent 
into a first-to-file system, and would bring United States laws into 
conformity with the rest of the industrialized world. However, the 
possibility of harmonization ended on January 24, 1994, with the an­
nouncement that the United States would maintain its first-to-invent 
system.8S This announcement closed almost a decade of negotiations 
at WIPO and ended the possibility of meaningful international pat­
ent harmonization in the near future. 

3. General Agreement on Tariffs and Trade 

GAIT is an international commercial treaty signed on October 
30, 1947 in Geneva, Switzerland.86 It was initially conceived as a 
mechanism for removing unnecessary technical obstacles to trade, 
initiating large-scale negotiations to reduce tariffs, and for agreeing 
on a code of conduct to help eliminate discriminatory practices in 
international trade.87 At its inception, the treaty was intended to 
provide a temporary means for implementing tariff concessions and 
regulating international trade until a permanent international trade 
organization could be established.88 This international trade body, 
the World Trade Organization (WTO), finally came into force on 
January 1, 1995.89 

The focus of GAIT has been expanded from removing tariff 
obstacles to international trade to removing non-tariff barriers, in­
cluding the abolition of restrictive and unharmonized intellectual 
property laws worldwide.90 The eighth negotiation round of the 
GAIT, also known as the Uruguay Round, began in September, 
1986, and concluded on December 15, 1993.91 The Uruguay Round 

84. Basic Proposal for Patent Hannonization, an. 9, reprinted in WIPO Experts Make 
Progress, supra note 5, at 232. The "earliest priority date" is the filing date of 
the original completed application. See id. 

85. See generally u.s. Says "Not Nuw, .. supra note 7. 
86. See generaUy GAIT, supra note 4. 
87. See Hanz P. Kunz-Hallstein, The United States Proposal fur a GATT Agreement on 

Intellectual Property and the Paris Convention fur the Protection of Industrial Property, 
22 VAND. J. 'TRANSNAT'L L 265, 268 (1989). 

88. See id. 
89. See PTO Holds Public Hearing on IB-month Publication of Patent Applications, 49 

PAT. TRADEMARK & CoPYRIGlIT J. (BNA) 492-94 (1995). 
90. See Kunz-Hallstein, supra note 87. 
91. See Sabatelli, supra note 45, at 602. The Uruguay Round was launched at the 

GAIT Ministerial Meeting in Punta del Este, Uruguay on September 12, 1986. 
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differs from previous negotiation rounds in that it covers intellec­
tual property. The Trade Related Aspects of Intellectual Property 
Rights (TRIPs) part of GATT establishes comprehensive standards 
for protecting intellectual property and enforcing intellectual prop­
erty rights.92 Although it seeks to establish minimum standards of 
patent protection and enforcement worldwide, implementation and 
enforcement are ultimately left ~p' to each national entity.93 

One of the changes imposed by TRIPs on United States patent 
law pertains to the treatment of inventive activity.94 Article 27 of 
TRIPs requires that patents be available "without discrimination as 
to the place of invention. "95 To avoid such discrimination, the 
United States must now allow foreign acts of invention to be used 
in establishing dates of invention in interference proceedings.96 An­
other change pertinent to the first-to-file debate is the establishment 
of provisional patent applications.97 The provisional applications are 
given a cursory review by the PTO to ensure that formal statutory 
requirements have been met, and then the PTO assigns a filing 
date.98 The applicant has twelve months after the filing of the provi­
sional application to file a complete application.99 Under the provi­
sional application scheme, applicants are entitled to claim priority 
for the subject matter disclosed in the complete application back to 
the filing date of the provisional application.100 Although none of 
the changes specifically require the United States to convert to a 
first-to-file system, GATT, like the proposed WIPO treaty, represents 
an important incremental step toward patent law harmonization. 

4. North American Free Trade Agreement 

The recently signed NAFTA treaty, like the GATT treaty, is pri­
marily a trade related agreement containing intellectual property 

See itt 
92. See Lauren A. Degnan, Does U.S. Patent Law Comply with TRIPS Articles 3 and 27 

with Respect to the Tn!atment of Inventive Activity7, 7S J. PAT. & TRADEMARK OFF. 
Soc'y lOS (1996). 

93. See itt 
94. See ill. 
95. Uruguay Round of GATT Talks an! Concluded with IP Provisions, 47 PAT. TRADE-

MARK & CoPYRIGlIT J. (BNA) 170, 171 (1993). 
96. See Degnan, supra note 92, at 111. 
97. See itt at lOS. 
9S. See Charles E. Van Horn, Effects of GATT and NAFTA on PTO Practice, 77 J. PAT. 

& TRADEMARK OFF. Soc'y 231, 235 (1995). 
99. See ill. 

100. See ill. 
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provisions to decrease non-tariff barriers to trade.10l Like the TRIPs 
agreement in GAIT, NAFTA lacks a specific first-to-file provision. 102 

NAFTA, however, only affects the United States, Canada, and Mex­
ico, whereas GAIT encompasses many nations. 

The NAFTA legislation amends United States patent law to al­
low an applicant to claim a date of invention by reference to knowl­
edge or use of the invention in Canada or Mexico. lo3 Formerly 
under United States law, only inventive acts occurring within the 
United States could be considered in a patent application. This 
change satisfies the requirement in NAFTA of uniform treatment 
between the United States, Canada, and Mexico regarding intellec­
tual property rights.104 

Enactment of this provision, as with the similar provision in 
GAIT, elicits concern because of the first-to-invent priority· system 
used by the United States. The concern is that in actual practice the 
new provision, combined with first-to-file, will place the United 
States inventors at a disadvantage if the date of invention is con­
tested. los Although GATT and NAFTA managed to harmonize some 
of the issues presented in international patent law, these treaties left 
unresolved the most controversial issue in patent harmonization, 
the failure of the United States to adopt a first-to-file system. 

D. Patent Law Harmonization Under the Clinton Administration 

The Clinton Administration, while emphasizing world trade in 
such treaties as GATT and NAFTA, has not placed a high priority 
on patent law harmonization. In April 1992, President Clinton an­
nounced the nomination of Bruce Lehman to serve as Assistant Sec­
retary of Commerce and Commissioner of Patents and Trade­
marks.106 While progress was made by the PTO in some areas of 
patent law, the move toward a first-to-file system abruptly ended 
when Commerce Secretary ROil Brown issued a statement that the 
United States would not pursue first-to-file. 107 He claimed that small 
inventors and entrepreneurs would not benefit by the change, and 

101. See grmeraUy NAFTA, supra note 3. 
102. See generaUy ill. 
103. See Kim Taylor, Patent Harmonization Treaty Negotiations on Hold: The "FiTSt-~ 

File" Debate Continues, 20 J. CoNTEMP. L 521, 540 (1994). 
104. See ilL 
105. See ilL 
106. See Senate Panel Holds Hearing on Nomination of Lehman to Head PTO, 46 PAT. 

TRADEMARK & CoPYRIGIIT J. (BNA) 269 (1993). 
107. See generaUy U.S. Says "Not Nuw," supra note 7. 
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that the first-ta-invent framework has served America well in the 
past.108 The decision by Commerce Secretary Brown is significant be­
cause the PTO is an agency of the Commerce Department and, 
consequently, bound by the decision.I09 While Congress could thea­
retically pass first-ta-file legislation despite the decision not to pur­
sue first-ta-file, it is unlikely this would occur because changes in 
patent law typically come from the PTO or the Commerce Secre­
tary, not from the United States Congress.uo 

Speculation exists that the decision not to pursue first-ta-file 
was based upon a concern in the Clinton Administration about up­
setting a significant constituency, the small inventor and the entre­
preneur, and that proposing a change would be politically detri­
mental.111 Regardless of the reason, the decision not to pursue first­
ta-file signified the lack of priority given to patent law harmoniza­
tion by the Clinton Administration. 

IV. THE ADVANTAGES OF FIRST-TO-FILE 

A. Superior Nature of the First-to-File System 

The first-ta-file system offers a fast, predictable, and cost­
effective means to detennine patent priority. Initially, the first-ta­
invent system places a difficult burden on United States inventors. 
Interference proceedings require investigating the date of concep­
tion, the date of the reduction to practice, and whether the first to 
conceive acted diligently in reducing the invention to practice.112 

This often involves searching through countless notebooks and 
. other records, thus dramatically increasing the cost of litigation. ll3 A 
first-to-file system would greatly decrease the complexity, length, 
and expenses usually associated with these interference proceed­
ings.114 Importantly, small entities are particularly vulnerable in in­
. terference proceedings, not only because of the enonnous costs in­
volved, but because many do not have the resources or a 
sophisticated understanding of patent law to keep the records nec­
essary to prove their date of invention.11S A first-ta-file system would 

108. See gmeraUy id. 
109. See Pritchard, supra note 21, at 310 n.161. 
110. See id. 
111. See U.S. Says ''Not Now," supra note 7. 
112. See supra notes 28-34 and accompanying text. 
113. See Donohue, supra note 41, at 776. 
114. See DeBari, supra note 38, at 707. 
115. See id. 
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eliminate this cost and complexity by substi~ting a fair, simple, and 
inexpensive means by which priority of invention would be easily 
determined on the basis of the filing date of the patent applica­
tion.116 This readily available means of establishing priority of inven­
tion would end the uncertainty and unpredictability associated with 
interferences and would provide greater reliability for United States 
patents. 

B. SmaU Number oj Cases WiU Be Affected by Adoption oj First-~File 

Most United States inventors with global commercial interests 
are currently operating on a first-to-file system, so a change to that 
system would not have a substantial effect on their business. Since 
the rest of the world grants patents to the first person to file a pat­
ent application, United States inventors with foreign interests, who 
are already bourid to a first-to-file system, would not be adversely 
impacted. ll7 Also, more than 99.9% of the patent applications that 
are currently filed in the United States raise no dispute as to the 
identity of the inventor.118 With regard to inventors losing priority of 
invention to other inventors, these statistics show that there would 
be no significant difference as a result of changing to first-to-file. 
Moreover, when a dispute does arise as to the identity of the first 
inventor, statistics also show that the party who filed first prevailed 
in a significant majority of the interference proceedings.119 This out­
come comes from the difficult burden of proof that the party who 
filed second must meet in order to prove conception, diligence, 
and reduction to practice.l20 

C. GAIT and NAFTA Provisions Compel Conversion 

The adoption of GAIT and NAITA requires the United States 
to recognize foreign use in interference proceedings, a practice that 
will complicate the proceedings and burden the small entity inven­
tor.121 The adoption of a first-to-file system would avoid this pro~ 
lem. Now that GAIT and NAITA are both law in the United States, 
the United States inventor will be better served by the simple and 
efficient first-to-file system because interference proceedings, already 

116. See ill. 
117. See Pritchard, supra note 21, at 314. 
118. See DeBari, supra note 38, at 707 (citing THE ADVISORY CoMMISSION ON PATENT 

LAw REFoRM. A REPoRT TO TIlE SECRETARY OF CoMMERCE 3, 44 (1992». 
119. See ill. 
120. See ill. at 707. 
121. See supra notes 94-96, 1O~5 and accompanying text. 



1997] FlISt-to-Fde Patent System 85 

a complicated and expensive drain in the resources of United States 
innovators, will become even more difficult, more costly, and less 
successful than in the past. l22 It is apparent that the United States 
places a high priority on world trade as emphasized by the adoption 
of GAIT and NAFfA. The United States should place an equally 
high priority on international patent law harmonization and adopt 
a first-to-file system. 

D. International Concessions Provide Harmonization Incentive 

Adoption of a first-to-file system will place the United States in 
a better position to participate in the proposed WIPO Harmoniza­
tion Treaty. If the United States were to give up the first-to-invent 
system in favor of a first-to-file, it could demand reform in other 
countries to the benefit of United States inventors, both large and 
small entities. l23 The WIPO Harmonization Treaty contains several 
articles consistent with United States patent law and favorable to the 
United States inventor}24 Adoption of a first-to-file system will en­
able the United States to pressure other nations into adopting those 
provisions and attain needed improvements in their patent systems.· 
Consequently, the global harmonization will enable the United 
States inventor to expand the scope and zone of patent protection 
around the world. 

E. Provisional Applications WiU Protect SmaU Entities 

A major concern in adopting the first-to-file system is that it 
would hurt independent inventors and small companies because of 
their limited available resources to file a patent application with the 
PTO promptly.l2S It is argued that small entities would be at a disad­
vantage because unlike large, well-financed corporations, they may 
need time to develop and prove to potential investors that their in­
ventions are worth financing the application costs.126 The provi­
sional application system should allay the concern of the small in­
ventors that they will lose the race to the PTO in a first-to-file 
system. 

Provisional applications provide a simple and relatively inexpen­
sive method of establishing an early priority date.127 Their minimum 

122. See Pritchard, supra note 21, at 317. 
123. See id. 
124. See id. 
125. See DeBari, supra note 38, at 711. 
126. See id. 
127. See id. 
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requirements allow most inventors to file the application them­
selves, or with minimal assistance, and thus make the PTO more ac­
cessible. l28 They give applicants an additional year before the start 
of the twenty year patent term while establishing both the date of 
invention for disputes with foreign countries and the inventor as 
the first inventor of a disputed invention in an interference pro­
ceeding.129 Also, by deferring the examination by the PTO for one 
year, provisional applications allow the applicant more time to gar­
ner additional funding. l30 Thus, the procedure is actually more ad­
vantageous than the current first-to-invent system with respect to the 
problem of attracting necessary financing. 

E First-to-File Encourages Innovation and Public Disclosure 

Encouraging inventors to file sooner would accelerate the inno­
vation process and promote early public disclosure of inventions.131 

The objective of the United States patent system, as set forth in the 
Constitution, is to "promote the progress of science and useful 
arts."132 This objective is accomplished by granting to inventors lim­
ited monopolies in exchange for full and complete disclosure of 
their inventions, thus advancing the state of the art and giving the 
public a chance to use the invention.133 

Under the current first-to-invent system, a first inventor who 
fails to develop and disclose the invention promptly can be granted 
a patent over a later independent inventor who is prepared to de­
velop, manufacture, and market the invention immediately.l34 The 
first-to-file system, unlike the first-to-invent, would reward an inven­
tor for initiating the process of bringing the invention into the pub­
lic domain by promptly filing a patent application. This, in turn, is 
consistent with the ultimate goal of patent law by protecting the in­
ventor who promotes the progress of the useful arts. 

V. CONCLUSION 

Technological innovation brings the world closer together eve­
ryday. This economic proximity increases the opportunity for inter­
national trade. The United States has demonstrated its willingness 

128. See Van Hom, supra note 98, at 235. 
129. See ill. at 236. 
130. See ill. 
131. See DeBari, supra note 38, at 708. 
132. U.S. CoNST. art. I, § 8, d. 8. 
133. See generally FRANCIS. supra note 8. 
134. See supra notes 28-34 and accompanying text. 
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to seize this opportunity by participating in agreements like GAIT 
and NAFfA. Because intellectual property law, particularly patent 
law, increasingly plays a fundamental role in international trade, it 
would seem likely that the United States would also share a willing­
ness to participate in patent law harmonization efforts. However, 
the United States continues to impede the possibility of uniform 
and valid patent protection by failing to adopt a first-to-file system 
of patent priority. 

By pulling out of the WIPO negotiations, the United States has 
shown that it does not want to proceed with the most significant 
change in United States patent law in 150 years without being abso­
lutely sure that harmonization is in the best interests of investors, 
consumers, and the country. Recent developments in the United 
States, and the fact that the rest of the world utilizes a first-ta-file 
system, indicate that the adoption is in the United States' best 
interests. 

The first-to-file system provides a fast,· predictable, and cost­
effective way of determining patent priority. Scholars have noted 
that only a very small percentage of inventors will be affected by the 
change.13S Furthermore, the adoption of GAIT and NAFTA requires 
the United States to convert to avoid complicated and expensive in­
terference proceedings. In addition, the United States could de­
mand much needed international reform in return for its conces­
sion. Moreover, the recent adoption of provisional applications 
protects small entity inventors by enabling them to obtain an early 
filing date at little cost. Finally, encouraging inventors to file patent 
applications accelerates innovation and promotes public disclosure. 
This, in tum, promotes the "progress of science and useful arts." 

135. See supra notes 117-20 and accompanying text. 
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